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Th MAILING DATE of this communication app ars on th cover sh t with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communiGation(s) filed on 24 October 2003 . 
2a)E] This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 17-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 17-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomri PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

1 2) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) D The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Applicafion Data Sheet. 37 CFR 1 .7". 
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4) n Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 
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Art Unit: 1733 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C, 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

2. Claims 17-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 17-18, 21-22 and 24-25 are indefinite, because it is unclear what is 
intended by "strand formed of filaments". Based on Counsel's argument on page 
5 full paragraph 3, the limitation is intended to read on continuous strand and 
non-continuous strand. If this is the case, the chosen terminology is repugnant to 
the ordinary and generally accepted meaning of the term "strand formed of 
filaments, because the term "filaments" comoies continuous fibers. For 
instance, Boien et al (US 3,936,558) noted that "Strand of filaments have 
superior strength because of the continuous nature of the filaments ..." (col. 1 
lines 26-35). As for a passage cited by Counsel in Bolen et al "... the mats are 
bonded webs of chopped fibrous glass strands.", this passage does not indicate 
in any way the strand is in a form of filaments. Using the above terminology 
"strand formed of filaments" ^Whoui express recitation that it is intended to 
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encompass chopped and unchopped filaments, renders the recited claims 
indefinite. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 22-23 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

As far as the Examiner can tell, no express support can be found for the newly 
added limitation: \ . . at least one binder in the form of a liquid is deposited onto 
said at least one first layer after said at least first layer tias been at least partly 
opended . . /' (bold face added) per claim 22; and, "at least one binder in powder 
form is deposited separately from the at least one binder in the form of a liquid, 
said at least one binder in the form of a powder being poured onto [the] said at 
least one second layer after [the] said at least first layer and [the] said at least 
second layer are superposed." per claim 23 without any guidelines/guidance 
from Counsel/Applicant as to where support might be found, this engenders a 
New Matter situation. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

7. Claims 17-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Bolen 
et al (US 3,936,558). 

Note: the limitation "said at least partly opened at least one first layer and said at least 
one second layer are superposed" does not preclude an intervening layer between the 
1®* layer and the 2"^ layer. In addition, none of these claims also preclude at least 
partially opening both the 1^* and 2"^ layers. 

Bolen et al discloses a glass reinforcing filamentary multi-layer mat, the mat 
comprises "at least two layers of strands of continuous filaments" and organic 
binder in each layer, one of the layers are "dispersed to form a mesti s/ze" which 
entraps a binder material; while other layers have mesh size which do not 
necessarily entrap a binder material; the resultant filamentary mat has "variable 
mesh sizes or characteristics by selectively filamentizino strands or a layer of 
strands already in place in a mat-like collection of strands." {\.e, "one layer having 
the filaments of that more dispersed than filaments in the other layer")] and 
further teaches forming a mat from successive layers of strands of continuous 
filaments; the strands in one of the layers "are opened to separate the filaments 
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of the strands"; wherein the strand of filaments are opened using a liquid strand 
dispersing phase of a binder impinging against the mat (emphasis added; 
abstract; col. 3 lines 31-39; col. 6 lines 9-20; claims 1-2). Note: a laver with more 
disperse filaments Is taken to be a first layer, while a layer with less disperse 
filaments is taken to be a second layer . Although not explicitly disclosed, the "at 
least partially dispersed" layer of a mat taught by Bolen et al must Inherently 
have a filamentary dispersion gradient, because the filaments around a proximity 
to the openings of the "at least partially dispersed" layer are more dispersed than 
those which are distal from openings. Moreover, since strands in the 2"" layer are 
not completely dispersed, the filaments must least be held together within the 
strands. 

Note: Where ... the claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the 
PTO can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his claimed product. 
Whether the rejection is based on "inherency" under 35 USC § 102, on 
prima facie obviousness" under 35 USC § 103, jointly or alternatively, the 
burden of proof is the same, and its fairness is evidenced by the PTO's 
inability to manufacture products or to obtain and compare prior art 
products." In re Best. 562 F2d 1252, 1255, 195 USPQ 430, 433-4 (CCPA 
1977). 



Note: The limitation in claim 23 requiring a binder in powder form and in liquid 
form Is taken to read on binder particles in a liquid dispersion medium taught by 
Bolen et al. 

It Is acknowledge that, claims 22 and 25 require depositing a liquid resin onto a 
1^' layer before the 1^* layer is superposed onto a 2"'' layer. Once again, this 
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limitation does not preclude forming a mat, where a 2"^ layer of the mat being 

impregnated with a resin binder and/or at least partially opened before and/or 

after a 1^* layer and the 2"^ layer are superposed. 

"Even though product-by process claims are limited by and defined by the 
process, determination of patentability is based on the product itself The 
patentability of a product does not depend on its method of production," See 
MPEP2113. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bolen et 
al (US 3,936,558) as applied to claim 22 above. 

This alternative rejection is made in the event that, a binder in powder form and 
in liquid form recited in this claim distinguish over binder particles in a liquid 
dispersion medium taught by Bolen et al. 

Since Bolen et al teaches using a binder-medium comprising a suspension of 
binder particles or resin emulsion or liquid resin, and further teaches impinging a 
mat with a first binder-medium and a second binder-medium; and since a 
preference on whether to use a combination of a suspension of binder particles 
and a liquid resin or not is taken to be well within the purview of choice in the art, 
this claim would have been obvious in the art (col. 6 lines 1-29; figure 1). None, 
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but only the expected result of impinging and impregnating a mat with a binder 

would have been achieved. 

Response to Arguments 
1 0. Applicant's arguments filed on 1 0-24-03 have been fully considered but they are 
not persuasive. 

Counsel argues on page 6 3''^ full paragraph that all layers of strands are provided onto 
a conveyor and then the layers are subjected to impingement operations using a 
dispersing phase of a binder; accordingly it is difficult to control the dispersion of binder 
through out the mat and to control the degree of opening of any given layer. It is 
respectfully submitted that, Counsel's argument is not commensurate with the scope of 
the recited claims. There is nothing in the recited claims, which require controlling a 
binder dispersion and/or controlling opening degree of any given layers. The recited 
composite or mat basically requires a 1^* layer comprising at least partly open strand of 
filaments, and a second layer comprising strand of filaments superposed onto the 1®* 
layer; wherein these two layers are superposed. Since, the recited claims use an open 
transitional phrase "comprising", these claims do not preclude using a second layer 
comprising strands of filaments which are impregnated with a binder and/or are at least 
partially opened, before and/or after the I^Vand 2"*^ layers have been superposed. In 
fact, claim 23 requires pouring resin powder onto at least one second layer after 
superposing the at least 1^* layer and the 2^^ layer. 

Counsel argues on page 7 1^* full paragraph that "tlie Bolen et al. reference does not 
teacli all of the limitations recited in claims 17 and 2V\ it is suggested for Counsel to 
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particular point out which structural linnitation(s) in the recited composite or mat which 
is/are not disclosed by Bolen et al. As noted earlier, "Even though prod uct-by process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself The patentability of a product does not depend on its method of 
production." See MPEP 21 13. 

Counsel argues that, claims 18 and 24 require "at least one second layer of at least one 

strand formed of filaments which are held together within the strand, but also the at 

least one first layer has a filament dispersion gradient". It is true that, Bolen et al does 

not explicitly teach these limitations. However, these two limitations are inherent in the 

mat taught by Bolen et al. As for the 1^* limitation, as noted above, since filament 

strands in the 2"^ layer taught by Bolen et al are not completely dispersed, the filaments 

must least be held together within the strands. In fact, only one of the layers needs to 

be "at least partially dispersed to form a mesh size which entraps binder particles ..." 

(abstract). As for the second limitation, since the 1®^ layer taught by Bolen et al are "at 

least partially dispersed", this layer must inherently have a filament dispersion gradient, 

because the filaments around a proximity to the openings of the "at least partially 

dispersed" layer would be more dispersed than those which are distal from the 

openings. 

Note: Where ... the claimed and prior art products are identical or substantially identical, 
or are produced by identical or substantially identical processes, the PTO can require 
an applicant to prove that the prior art products do not necessarily or inherently possess 
the characteristics of his claimed product. Whether the rejection is based on 
"inherency" under 35 USC § 102, on prima facie obviousness" under 35 USC § 
103, jointly or alternatively, the burden of proof is the same, and its fairness is 
evidenced by the PTO's inability to manufacture products or to obtain and 
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compare prior art products," In re Best, 562 F2d 1252, 1255, 195 USPQ 430, 433-4 
(CCPA1977). 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (703) 
308-4788. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff H Aftergut can be reached on (703) 308-2069. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 305-71 15. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
2058. 



Sam Chuan C. Yao 
Primary Examiner 
Art Unit 1733 



Scy 

12-11-03 



